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REMARKS 

Reconsideration of the application is respectfully requested in view of the following 
responsive remarks. For the Examiner's convenience and reference, Applicant's remarks arc 
presented in the order in which the corresponding issues were raised in the Office Action, 
dated April 12,2007. 

In the Office Action of April 1 2, 2007, the following actions were taken: 

(1) Claims 1-2, 4-12, and 27-28 were rejected under 35 U.S.C. § 103(a) as being 
unpaleniable over Japanese Pat, No. 63-061065 (hereinafter u PenteO in view of U.S. J*ub. 
No. 2004/01 10869 (hereinafter "Deimingcr"); 

(2) Claim 3 was rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Penlcl in view of Denninger and further in view of U.S. Pat No. 5,279,652 (hereinafter 
"Kaufmann'O; 

(3) Claims 1 3-1 R and 29-30 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Pat No. 6,066,439 (hereinafter u Nohr") in view of Pcnlel and 
Kaufmami; and 

(4) Claims 1 9-26 and 3 1-32 were rejected under 35 U.S.C. § 1 03(a) as being 
unpatentable overNolir in view of Pentel and Kaufmann, 

It is respectfully submitted that the presently pending claims be allowed based on the 
remarks below. 

' Rejectio ns Under J J U.S.C. $ 103 

The Examiner has rejected claims 1-32 U.S.C. § 103(a) as being unpatentable over 
several references. 

The Applicant does not deem it necessary to recite the entire case law standard 
required in order to establish a prima facie case of obviousness. However, Applicant, would 
like to briefly remind the Examiner of the required three criteria for a prima facie case of 
obviousness, namely that the asserted references as modified or combined must: 1) teach or 
. suggest each and every element of the claimed invention; 2) provide sufficient motivation for 

the modification or combination asserted; and 3) provide a sufficient likelihood of 
• successfully making the modification or combination. 

With the above background in mind, the Applicant contends that a prima facie case of 
, obviousness with respect to pending claims has not been established. Specifically, the 
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references do not provide each and every element of the present claim set and/or sufficient 
(cachings or motivaiioo to be modified or combined in order lo arrive at Applicant's claimed 
invention. Further, Applicant contends that the combination of references is based on 
hindsight. Therefore, without knowledge of the disclosure of the present invention, one of 
ordinary skill in the art would not be able to make the combinations proposed to arrive at the 
claimed invention. 

Emphasis on the independent claims is provided herein, as the Applicant asserts that 
these claims are all patenlably distinct over the prior art. Specifically, the Examiner has 
rejected claims 1-32 as being obvious in view various combinations of prior art, each of 
which includes at least two of the following references: Pcntcl, Denninger, Kaufmann, and 
Nohr, Thus, a brief discussion of the Pentel* Denninger, Kaufmann, and Nohr references is 
believed to be in order, 

Pcntcl 

The Examiner references a highlighter ink composition from the Pentel abstract. The 
Pcntcl abstract (English translation) suggests that the purpose of the composition is to keep a 
highlighter pen tip "slightly drying'* "even if the cap is kept removed for a long time," (see 
Abstract). ThO abstract does not disclose any purpose or intent that the invention was to 
reduce smearing of highlighted images, nor docs it provide any results or teachings that it 
would indicate reduclion of smear. The Examiner references the composition as containing 
a) a coloring material; b) an organic solvent; and c) an acid compound (including ascorbic 
acid). However, Pentel docs not appear to disclose the use of a highlighter colorant that is an 
acid-fimcf ionalized pigment or a fluorescent colorant as required by the present invention. 
Additionally, even though Oentel discloses the compound "ascorbic acid/ 1 Pcntcl docs not 
disclose the use of this compound as an acid buffer. 

Dcrwinger 

Denninger teaches a highlighter composition that docs not smear a printed image 
upon application. Denninger achieves this with a highlighter composition that includes: a 
polymer dispersion, polyvalent salts (such as zinc chloride, sec Example 1), and water (other 
dyes, marking agents, additives, and moisture retaining agents are optional) (sec paras. [0013] 
and [00 14J). Denninger teaches that ' k [t')he core of the invention is [] the combination of 
special polymer particles as carriers or stabilisers [sic] for the marking agent in combination 
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; , 7 Willi salts based on polyvalent, in particular bi- or tiivalcnl cations" (ico [001 7J). Dcnninger 

does not utilise an acid buffer as described and claimed by the Applicant. Denningcr 
discloses the general mechanism as lo how printed images are smeared by highlighters (sec 
: ' 10005]). Dcnninger Ihen stales additional problems (see paras. [0006]-[OOOS]) and specific 

' , , cures that five ineffective (see [0009]-[0012]). In fact, Denninger teaches that one such 

inef fective solution for the smearing problem is to add acid to the highlighter composition, 
since "the addition of acids unstnbiliscs [sic] the marking liquid itself." (see para. [0009]). 

Kaufmann 

; Kaufmann teaches the addition of an anti-blocking additive to a marking fluid to keep 

: t • " ' the marker tip from drying out. See Abstract. Specifically, Kaufmann claims its invention is 
,. "directed to the use of solids as anti-blocking additives in common marking fluids ... to 

proyide a protecting and the evaporation hindering closure of the open, unprotected and 

unused capillary outlet opening "See col. 1 , lines 9-14, Kaufmann defines the problem as 
"the capillary opening" becomes "clogged or plugged due to the drying of the marking fluid." 
See col, I, lines 20-22, The solution requires an anti-blocking additive that "has the ability to 
» 1 * : . , - Crystallize out oftbe solvent" so that a "liquid crystalline to solid boundary [forms] 
, ; hinder[ing] the evaporation of the solvent marking fluid." See col. 2, lines 20-22; col. 3 5 lines 

12-14, Kaufmann discloses thnt one anti-blocking a gent can be an organic acid, including 
\ succinic acid. Sec col, 4, lines 43-45, 63. 

'•' No/tr 

t , Nohr teaches a colorant composition which is mutable on exposure to radiation. See 

x . col. 2 .lines 55-6 1. Tn one embodiment, the compositions can be used as an erasable 

y ' highlighter, i.e., "the underlining and highlighting can be subsequently erased by irradiation 

' , . with ultraviolet radiation." See col. 4, lines 21 -25. Specifically, "the harking fluid for use in 

' ' ■• writing instruments of the present invention are of conventional formulation except that 
coj3\^i^nI.iiij?mcnt.q ate replaced by the mutable colorant com position of the present 

'. \ > ( * invention" {underlining added). See col 56, lines 61-65. 
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Claims. 1-32 

The Examiner has rejected claims 1-32 as being unpatentable over various 
combinations of Pentel, Dcnninger, Kaufmann, and Nohr. Specifically, each 1 03 rejection 
. contains a combination of Pentel and Penningcr with NoTir or Pcnld. 
■ • The Examiner has used Pentel as a primary reference in combination with Donninger 

• • and Kaufmann in rejecting claims 1-12 and 27-28. The Examiner identifies that Pcntcl lacks 
; the leaching of (1) succinic acid as an acid buffer, (2) fluorescent colorant as a highlighter 

colorant, (3) water or dicthylcne glycol as a liquid vehicle, and (4) Acid Blue 9 as a 
,• highlighter colorant. The Examiner combines Penlel with Kaufmann lo address the lirst 
deficiency; specifically, the absence of succinic acid. The Examiner also combines Pcntcl 
with Dcnninger to address the other three deficiencies; specifically, the fluorescent colorant, 
. water or diethylenc glycol, and die Acid Blue 9. 
" , • , The Examiner has used Kaufmann to address the first admitted deficiency of Pentcl, 

:j , ' ' " i.e., succinic qeid as an acid buffer. However, a close inspection of the present references 
. \ • re veals that the use of an acid buffer is notprcsent in either Pentcl or Kaufmann. 
• ; ' , i Specifically, Pentcl discloses a compound that is "a specific ascorbic acid derivative** in a 
range from 0.5 wt% to 3 Wt%. Pentel never mentions for what putposc the compound is 
/. - , ■ \iscd. There is absolutely no Reaching for what purpose or for what function the ascorbic acid 

■ ! derivative is used. The only information provided is that the purpose of the invention is to 
keep the pen point slightly drying. As such, Pentel does not disclose or teach the clement of 

J » an , acid buffer. r Ihe fact that ascorbic acid may be used as an acid buffer does not provide 
prima facie evidence that the ascorbic acid |s being used as an acid buffer. In fact, since 
Pentel discloses an equivalent compound, magnesium salt of ascorbic acid, as an appropriate 
ascorbic acid derivative, which could not be used as an acid buffer, the disclosed list infers 
„': ■ • thai the asco rbic acid deriv ative is not being used as an ac id buffer. 
• ' The Examiner has responded to the above argument, alleging that as long as the 

ji reference contains the same chemicals, it works the same and "solves the same purpose " 

: However, such n statement has no basis in fact: First, the compositions do not contain the 

, Same elements for the same purposes. Second, the disclosure of a chemical in a composition 
, , must be considered in terms of the functionality of the chemical, because a chemical can be 

, , : used for vastly different purposes. For example, boric acid can be used as a cross-linking 
' * agent for polymers nr as a base-neutral izer. As such, if boric acid is used as a cross-linker, it 
' • , is consumed during the cross-linking reaction and then cannot be used to neutralize a base, 
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Therefore, a single chemical can ho used in vastly different purposes, and such context must 
bej laken into consideration when combining references. This is especially true in the present 
case, since the disclosure of Pcntcl is lacking, and since what is disclosed by Pcntcl seems to 
indicate that the purpose of the acid is not as a buffer. In fact, Pentel may very well use the 
! ''speci fie ascorbic acid derivative" us a thin crystal membrane to keep the tip from drying out, 

similar to the mechanism disclosed by Kauffman, please see the detailed argument below. 
As such, if the ocid is used a thin crystal membrane, the acid leaves the solvent and becomes 
a solid. Such a phase change would prevent the acid from actively stabilizing the marking 
' [ fluid and pro vim ting smear. 

j , Regardless of PcntcPs lack of teaching, the combination of Pentel and Kaufmann is 

clearly improper since Pcntcl requires the use of "a specific ascorbic acid derivative." The 
'* • Examiner is attempting to improperly substitute a specific ascorbic acid derivative with 

, : , succinic acid. The suc cinic acid of Kaufmann is not a spccillc ascorbic a cid derivative , and 

: ; ■/ ' as such, the substitution is improper. 

! Furthermore, Kaufmann doer, not use succinic acid as an acid buffer. Even though the 

| lixamincr is attempting lo use succinic acid to fulfill the acid buffer clement, Kaufmann 

! specifically states that succinic acid is an anti-b locking agent . In other words, Kaufmann 

i • 

t i describes an "antiblocking additive or solid" having an "ability to form crystals during the 

| , crystallisation [sic] process at or in, respectively, the capillary outlet opening in the solvent or 
: solvent mixture employed" forming a 'liquid crystalline to solid crystalline boundary 

' • hindering] the evaporation of the solvent of the marking fluid." See col. 3, lines 3-14; col. 4, 

line 43. Kaufmann further slates that the an ti -blocking agent or solid can be "an inorganic 
; ' salt, an organic acid or a derivative thereof, an amino acid or a derivative thereof, an 
; i isoeyelic, polycyclic or heterocyclic compound or a derivative thereof, a sugar or a sugar 

alcohol or a derivative thereof, urea or a derivative thereof or a sulfur compound." gee col 4, 
; . lines 44^50. Clearly, anli-blocking agents arc not interchangeable with acid buffers since 
! su^ar alcohols, urea, cyclic compounds, inorganic sails, and amino acids cannot be used as 

acid buffers. The Rxammcr is attempting to use an anti-blocking agent as an acid buffer; 
; i . however, such a use is improper as these uses are not equivalent. The mere disclosure of a 

i compound does not establish a prima facia case of obviousness, The Examiner must first 

. : < I j* ' " s1l0W * at an oc ^ b "^ r is present in a reference and then must show that the acid buffer can 
! . '\ ' .1 , be properly combined with an additional reference. The Examiner has not shown the 
" - ! • 1 existence of an acid bu Her in Pentel or Kaufmann. Additionally, the Examiner has not shown 
. * i 

I 
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that Kaufmann and Pcntel can be properly combined. As such, the Applicant respectfully 
requests that the Examiner withdraw the present rejections, 

The Kxaminer has also used Denninger to address the next three admitted deficiencies 
of PcnleJ, i,c., fluorescent colorant as a highlighter colorant, water or diethylcnc glycol as a 
t liquid vehicle, and Acid Hlue 9 as a highlighter colorant. However, the combination of 
Pcntel and Dcnningcr is improper for at least two reasons. First, the combination of Pentel 
and Denninger does hot cure the lack of an acid buffer. As previously discussed above, 
Pcntel docs not disclose Ihe use of an acid buffer. Second, as discussed below, Dcnningcr 

teaches away from the addition of acids. 

i i 

, As the Kxaminer has not addressed the "teaching away" case law as provided in the 
previous responses, the Applicant has resubmitted the argument for the Kxaminer* s 
• convenience and respectfully requests that the Examiner reconsider the current argument and 
■ ' - . v v respond accordingly. 

i 

' Applicant contends that the combination of Denninger with Pcntel and/or Kaufman is 

improper. A proper 103 rejection must provide a combination of references that would give a 
' ; . / , lik eliho od of success at achieving the present invention. In this case, Denninger could not be 
, Combined with any acid-containing highlighter ink composition, since Denninger specifically 
teaches away from such compositions. Specifically, Denninger first explains the problem as 
after highlighting ink "the stabiliser [sic] of the ink experiences incipient dissolution , < . and 
' that results ill smearing of the text , , , " See [0003]. Denninger then teaches that acids 

1 cq?uiot work in a highlighter composition, stating that "[l]he addition of acid however has not 
' V ;" proven to be suitable in a practical context as on the one hand, dyes frequently react to 

changes in the pH-value by color changes, and on the other hand, the addition of acids 
■ nnatabilises [sic] the marking liquid itself 1 (see [0009]). Denninger further explains that 
, • Vuvcn marking liquids wilh a pH-value in the weakly acid range do not af ford any 
>- ■ imj}£QMliciU in ihe situation , . " (underlining added). See [0009). 
" ' (/ : As the Applicant has raised the issue of teaching away, the Applicant would like to 

( • . ' ,\ ! review Ihe current ca.se law regarding teaching away for the Examiner's convenience. I he 
.: % Conn of Appeals for the Federal Circuit has clearly stated that "an applicant may rebut a 
t . % . '■ prima facie case of obviousness by showing that the prior art teaches away from the claimed 
• . invention in any material respect." hi re Petersen, 315 F.3d 1325, 1331 (Fed. Cir. 2003). The 
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. . • Court has also stated thai "[w]e have noted elsewhere, as a 'useful general rule/ lhat 
references lhat Leach away cannot serve lo create a prima facie case of obviousness." 
\ (emphasis added) McGinlc v v. Fran klin Sports. In c. t 262 F.3d 1339, 1354 (Fed. Cir. 2001). 
: ' In identifying the appropriate standard for teaching away, the Court has further stated: 

i , * 

J U A reference may be said to (each away when a person of ordinary skill, upon 

| reading the reference* would be discouraged from following the path set out 

hi the reference, or would be ted in a direction divergent from the path that 
was taken by the applicant. The degree of teaching away will of course 
; depend on the particular facts; in general, a reference will teach away if it 
j . j suggests that the line of development flowing from the reference's disclosure 

• is unlikely to be productive of the result sought by the applicant." (emphasis 

• added) Jn re Chrrley, 27F,3d 551, 553 (Fed. Cir. 1994), 

Tn the present case, a person of ordinary skill in the ait would be discouraged from 
adding a composition that contains acid, such as lhat described in Penlel, to Penningcr's 
; composition since Dcnningcr specifically states that the addition of acids does not work. It is 
i ' * worthy to note that Denninger not only slates that the addition of acids "do[cs] not afford any 

i improvement/ 1 but also that the addition of acids creates p robl e ms such as color changing 
', . V and unstabilizing the highlighter liquid. See [0009]. Based on these explicit statements, 
• f f , ; Qennii igcr teaches away from Penle] and Kaufmann as it would discou rage a person of 

• ; ordinary skill in the art to combine acid to a highlighter composition and since it suggests that 
i the such a combination is unlikely produce the result sought by the present application. 
',. . 4 Additionally, it is worth noting lhat the order of the combination is not a factor in the 

• ; ; current case law regarding teaching away. Even though the Examiner has withdrawn the 103 
' ! rejections where Denninger was used a primary reference, the Applicant contends that the 
• . i ease law is valid regardless of whether Denninger is the primary reference or the secondary 
, ; , ]■ reference, as it still leaches away from allowing for the presence of acid, making the 

. , , combination improper. As such, the Applicant respectfully requests that the Examiner 
withdraw the present rejections. 

, 'Hie Examiner has used Nohr as a primary reference in rejecting claims 13-26 
\ ■ and 29-32, \ (owevcr, Nohr does not appear to be applicable to the present invention. 
' 1. 1 Specifically, the Examiner has alleged that Nohr discloses a method of reducing 
smear during highlighting. See Office Action However, there is no 

"Y 1 / ! ; such disclosure in the reference. Additionally, the Examiner alleges that Nohr 

:' 
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. . ; ■ discloses a highlighter colorant and an acid buffer. Specifically, the Examiner 

' i ; . references [0020] and column 56, lines 30-65. However, the palenl does not contain 

■ i , : paragraph numbers and attempts by the Applicant to find an acid buffer in Nohr have 

. ' ' been unsuccessful . The Applicant contends that Nohr contains no such disclosure. If 

' ' i . the Cxaminer disagrees, the Applicant respectfully requests column and line 

• * : references so that the Applicant may review the disclosure and respond accordingly. 

• ' I' Additionally, Ihc Rxaminer referenced column 56, lines 30-65 as disclosing a 

1 WgWighter colorant. However, this section of Nohr merely recites the mutable color 

. 1 , compositions that can be used in marking instruments, such as highlighters. 

• ' , t ; Specifically* Nohr states that "fpjenerally, the marking fluid for use in writing 

• instruments of the present invention arc of conventional formulation except that 

■ ♦i k , ' conventional pigments are replaced by the mutable colorant composition of the 

; ; present in vention/' See col, 56, lines 61-65. In other words, typical highlighter 

• ' ' ! ' ! ;, \ • colQflinig are nipiQiifid and replaced by Nohr's mutable colorant composition s. To be 

clear, Nohr discloses mulable colorant compositions capable of changing from a 

;j :* ; ; visible state to invisible state when irradiated. As such, Nohr's compositions do not 

. • read on the present invention, including the various embodiments disclosed in Nohr, 

• . ' "sincp those embodiments "all contain mutable colorants which arc clearly distinct from 

, ■ j , . the present invention and are used in place, of traditional marking colorants. 

' f.. . Additionally, the Bxamincr has referenced examples 29-37 as disclosing 

\ ' applying a highlighter composition to an image. However, these examples arc 

! ■ -directed to making mutable compositions and wavelength-selective sensitizers for the 

i [ [\ , mutable compositions. None of the examples in Nohr address traditional highlighter 
.compositions. As such, the Applicant contends that Nohr provides no elements of the 

■ ' • .present highlight ink composition. Furthermore, the teachings of Kauffman and 

i _ Pentc] do not cure the deficiencies of Nohr, and as such, the Applicant respectfully 

. requests thai the present rejections be withdrawn. 

■ ' \ . f: It has not escaped the Applicant's attention that the present reference may 

• : . ' i j ' have been inadvertently cited or that the Examiner may have simply listed the wrong 

.' ■ 1 reference in the present Office Action, If this is the case, the Applicant requests that 

' ; ? 1 * 4 the Examiner provide the correct citation or reference so that the Applicant may have 

'• - • * ' „ an opportunity to review the reference and respond accordingly. 
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Additionally, the Applicant would like to specifically address the rejections to 
claims 28, 30, and 32, whore the acid bu (Tor Anther includes a weak base. The 
Examiner has seemingly relied upon Pcntol in rejecting these claims. However, as 
previously discussed, Pciitel does not disclose an acid buffer at all. Even if the 
Examiner reads PenleJ as disclosing an acid buffer, the listing of derivatives in the 
Pentel abstract indicates the compounds to be equivalent and singular. Therefore, the 
limited teachings of Pcntcl do not teach an acid buffer further including a weak base, 
As such, the Applicant respectfully requests withdrawal of these rejections. 

Furthermore, the Applicant would like lo specifically address the rejection to claim 8, 
« . which requires the colorant be an acid-fimclionalized pigment. The Examiner has not 
', ! explained how the Acid Bluc-9 disclosed in Dcnninger would render claim 8 obvious. In the 
previous office action, the Examiner has stated that since the independent claims require a 
fluorescent colorant or acid runctionalizod pigment, Denningcr need only disclose a 
, ' fluorescent colorant. However, claim 8 requires an acid-fimctlonalizcd pigment The 

' ' , - 1 ixamincr has now alleged that Dcnninger discloses Acid Blue 9, However, the Applicant 

would like to remind the Examiner thai Acid Bluc-9 is a dye, whereas the claim 8 is drawn to 
acidJUnciionaliTcd pigments. Acid functionalized pigments are pigments where acid groups 
[ are affirmatively attached or associated with the surface a pigment, and thus, can be veiy 
• acidic, Thus, to compare an Acid Blue-9 dye to an acid functionalizcd pigment is 
. • iticongrueht. The Applicant respectfully requests that the Examiner explain how 1 )enningcr 
reads on the acid-functional feed pigment embodiment of claim 8. 

As the Applicant has shown that the various combinations of Dcnninger, Pentel, 
;> ' Kaufmanri, and/or Nohr is improper and that the combination does not teach each and every 

element of the pending claim set, e.g., an acid buffer, the Applicant respectfully asserts that 
the pending claim set is allowable. Additionally, the Applicant submits that the present 
combination or references does not leach the additional elements that the acid buffer further 
, ,^ . includes a weak base, that the highlighter composition contain an acid funclionah'zed 
>\ pigment, and ihatflio acid buffer ho succinic acid. Therefore, the Applicant respectfully 
. requests that the fcxamincr to reconsider ihe pending claim set in light of the arguments 
! 'J ; ' presented herein. 

: ' If the Examiner lias any concerns that have not been addressed, the Applicant 

* * 

v respectfully requests a detailed explanation of those concerns; enabling the Applicant to 

* . provide an appropriate response. 
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CONCLUSION 

In view or the foregoing, the Applicant submits that claims 1-32 present allowable 
subject matter and allowance is reaped fully requested. If any impediment to the allowance 
•ofihese claims remains after consideration of the above remarks, and such impediment could 
be removed during a telephone interview, the Examiner is invited to telephone the 
undersigned attorney al (S01) 566-6633 so that such issues may be resolved as expeditiously 
; as possible. 

Please charge any additional fees except for Issue Fee or credit any oveq)aymcnt to 
Deposit Account No. 08-2025. 
i Dated this 12 th day of July, 2007. 

Respectfully submitted, 




Gary p!7/akcson 
Attorney for Applicant 
Registration No. 44,266 

THORPE NORTH & WliSTERN, LLP 
8180 South 700 East, Suite 200 
Sandy, Utah 84070 
(S01) 566-6633 

On Uehalf Of: 
HEWLETT-PACKARD COMPANY 
1000 NE Circle Blvd., m/s 4221J 
Corvallis, OR 97330-4239 
(541)715-0159 
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